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DETAILED ACTION 

1 . This case has been reassigned to a new examiner. 

2. In view of the appeal brief filed on 1/21/08, PROSECUTION IS HEREBY REOPENED. New 
grounds of rejection are set forth below. 

To avoid abandonment of the application, appellant must exercise one of the following two 

options: 

(1) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a reply under 37 CFR 
1 . 1 1 3 (if this Office action is final); or, 

(2) initiate a new appeal by filing a notice of appeal under 37 CFR 41 .31 followed by an appeal 
brief under 37 CFR 41 .37. The previously paid notice of appeal fee and appeal brief fee can be applied 
to the new appeal. If, however, the appeal fees set forth in 37 CFR 41.20 have been increased since 
they were previously paid, then appellant must pay the difference between the increased fees and the 
amount previously paid. 

A Supervisory Patent Examiner (SPE) has approved of reopening prosecution by signing below: 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

4. Claims 18-24 are rejected under 35 U.S.C. 101 because the claimed invention is directed to non- 
statutory subject matter. 

5. Claims 18-22 are directed toward a system for authoring a document. The claims, read in light of 
the specification, are software per se and do not comprise any component such as hardware or a 
computer-readable medium. Software perse is not patentable. 

6. Claims 23-24 are directed toward a data structure. A data structure is software per se and is not 
patentable. 
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Claim Objections 

7. Claim 1 6 is objected to under 37 CFR 1 .75(c) as being in improper form because a multiple 
dependent claim cannot be referred to in any form other than the alternative. See MPEP § 608.01 (n). 
Accordingly, the claim has not been further treated on the merits. Applicant should remedy this by 
amending the language "a method of any one of claims 14 or claim 15" to "a method according to claim 
14 or claim 15", as found in claim 3 or 20. 

Claim Rejections - 35 USC §103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 1-24 are rejected under 35 U.S.C. 103(a) as being unpatentable over Li et al. (US 
6,345,279) in view of Kraus et al. (US 6,266,684). 

10. In regard to claim 1,18, 23, Li disclosed a method of adapting content to multiple devices based 
upon the ability of the device to receive the content. Li, column 2, lines 28-39. Li, column 6, lines 8-29. 
(defining at least two choices of content which may be styled for a first content portion of the document; 
defining at least two choices of content which may be styled for a second content portion of the 
document; labelling the choices of content for a web page to indicate to a server approved combinations 
of content for the first content portion of the web page with content for the second content portion of the 
same web page, wherein the web page is produced for serving to a requesting user by incorporating an 
approved combination of content for the first content portion of the web page and the second content 
portion of the web page.) Li disclosed the serving of the web page, but failed to disclose the authoring of 
web content. 

1 1 . Kraus, in the analogous field of web pages with multiple types of content, disclosed a web 
authoring system allowing for multiple kinds of content to be added to a web page. Kraus, column 2, lines 
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55-67. It would have been obvious to one of ordinary skill in the art at the time of invention that any web 
page used by Li would have to be created by some sort of programming or software, and that Kraus was 
a system of creating web pages that would be usable with Li in order to create the appropriate web 
content for Li to display. 

12. In regard to claim 2, Kraus further disclosed the step of labelling the choices of content to indicate 
approved combinations is performed manually by an author. Kraus taught the insertion of web resources 
into a web page. Kraus, column 5, lines 31-61 . 

13. In regard to claim 3, 24, Li further disclosed an additional step of arranging allowable choices into 
class sub-sets, each class sub-set including only those labeled choices which match properties of a class 
of devices on which a web document is to be rendered. Li, column 6, lines 3-7; lines 42-48. 

14. In regard to claim 4, Li further disclosed defining more than one class sub-set of the allowable 
choices. Li, column 6, lines 3-7; lines 42-48. 

15. In regard to claim 5, 22, Li further disclosed receiving properties of a device requesting a web 
document and selecting from a sub-class of combinations which includes a device requesting the 
document a set of content which matches the properties of the requesting device. Li, column 6, lines 8- 
29; lines 42-48. 

16. In regard to claim 6, Li further disclosed the properties comprise physical properties of the device. 
Li, column 6, lines 10-15. 

17. In regard to claim 7, Li further disclosed applying a set of rules to the content forming each 
combination in order to determine if the combination is allowable. Li, column 6, lines 8-29; lines 42-48. 

18. In regard to claim 8, Li further disclosed a rule which is used comprises checking that the 
combination of content for the first and second portions fits within a minimum and/or a maximum area 
available on all of the devices within the class for rendering the content portions. Li, column 6, lines 8-29; 
lines 42-48. 

19. In regard to claim 9, Li further disclosed a different rule which may be applied is to check if all of 
the content for the combination can be rendered by all of the defined devices within a class. Li, column 6, 
lines 8-29; lines 42-48. 



Application/Control Number: 10/650,638 Page 5 

Art Unit: 2145 

20. In regard to claim 10, Li further disclosed the class of devices comprises PDA devices, or PCs or 
WAP enabled devices. Li, column 6, line 18. 

21 . In regard to claim 1 1 , Kraus further disclosed a web document which is authored comprises a 
web page, a portion of a web page or a set of web pages which are related to one another in some way. 
Kraus, column 5, lines 31-61. 

22. In regard to claim 12, Kraus further disclosed a choice of content is provided as a separate file or 
a sub-file of a single file. Kraus, column 5, lines 31-61. 

23. In regard to claim 13, Kraus further disclosed authoring new content. Kraus, column 2, lines 56- 
57. 

24. In regard to claim 14, Li further disclosed providing a preference to each approved combination 
indicating which combination should be used in preference to another combination should more than one 
combination be suitable for sending to the requesting device. Li, column 6, lines 20-29; lines 42-48. 

25. In regard to claim 1 5, Li further disclosed the preference is to ensure that a largest size content is 
always used for the given property of the requesting device. Li, column 6, lines 8-29; lines 42-48. 

26. In regard to claim 1 7, Li further disclosed transmitting to the device making the request for a web 
document which includes one of the approved combinations included in the class-subset containing the 
requesting device which is best suited to that device. Li, column 6, lines 42-48. 

27. In regard to claim 1 9, Kraus further disclosed the content defining tool comprises an editor which 
permits the author to define an identity and location of existing content choices and/or to author new 
content. Kraus, column 5, line 31 - column 6, line 22. 

28. In regard to claim 20, Kraus further disclosed the labelling tool is adapted to render automatically 
selected choices for the author or other user and request the author or used to indicate if the combination 
is approved. Kraus, column 5, line 31 - column 6, line 22. 



29. 



Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's disclosure. 
Claussen et al. US 6,732,330 
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Wang et al. US 6,822,663 

Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Jeffrey R. Swearingen whose telephone number is (571)272-3921 . The examiner can 
normally be reached on M-F 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Jason Cardone can be reached on 571-272-3933. The fax phone number for the organization where this 
application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) 
at 866-217-9197 (toll-free). If you would like assistance from a USPTO Customer Service Representative 
or access to the automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272- 
1000. 

Jeffrey R. Swearingen 

Examiner 

Art Unit 2145 

/J. R. S./ 

Examiner, Art Unit 2145 

/Jason D Cardone/ 
Supervisory Patent Examiner, Art Unit 2145 



